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EXAMINER'S ANSWER 



This is in response to the appeal brief filed November 11, 2008 appealing from the 
Office action mailed April 8, 2008. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

No amendment after final has been filed. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

3,428,442 YURASKO 02-1969 

3,674,471 JOSEPH 07-1972 
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149319 



BZIAWA 



02-1990 



1706816 



SMIRNOV 



01-1992 



1060052 



FENG 



04-1992 



465861 



LUGSCHEIDE 



01-1992 



(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 
Claim Rejections - 35 USC § 103 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 



1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at 
Issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



Claims 1,5-7, 22, 25 and 35-44 are rejected under 35 U.S.C. § 103 as being 
unpatentable over PL 149319 in view of CN 1060052. (References are cited in parent 
application). 

PL 149319 In the abstract discloses the features including the claimed solid 
brazing components - Cu alloy powder intermediate product. The difference between 
PL 149319 and the claims are as follows: PL 149319 does not disclose the claimed Mn, 
liquidus, solidus, thermal arrest temperatures, and forms of the brazing component. 
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However, the claimed Mn content reads on zero wliicli suggests Mn can be eliminated 
from the brazing alloy. The claimed liquidus, solidus, and thermal arrest temperatures 
are material properties which would have been inherently possessed by the material 
disclosed by PL 149319. Therefore, the burden is on the appellant to prove that the 
product of the prior art does not necessarily or inherently possess characteristics 
attributed to the claimed product. 
In re Best, 195 USPQ, 430 and MPEP § 2112.01. 

'mere the tMm4 prior «tt j>ro^siel$ m feMosti 
substantially idefitl<j?il in s&u^«r« «r <^n?j»o^li>i^, m mi w^'^^ 
1^^ idte^^c^i or sj^stanSsllyf itJertic^ poc6«ses^ a pmm Ifeote ca«e 
gf dtier «r^<:^^lo« m Mmm^t^ \mt ^^ablfeJted. in m Best, 

mj^^mjrM.mmjMiik pro ^ 

fefffe f ©r feelife^i^ Wt3^ th^ prodas^s «f the spplfeart and! tfee prssr mt 
li;t the $amte, tbe stppfc;^ th« feufid^ «f sli«vsifij^ iltat 

in re ^adat. 1 5 ^SPQlcf 1^5, 1 $5$ C\r. 1t$0). Tfeer*^!^. 
gje ptwm fstum cas6 caa ise rebi^ed by e\B<fenoe sIkmIi^ that the prl«f 
Itjl protJus^s do nc* neuesstaiiy possess the Oh;^«t^fe^s of ilte ctelmetl 
i product. In re Best. 195 USPQ 430, 433 {CCPA 1977).1 

With respect to the form of the brazing component, CN 1060052 discloses 
brazing solder component could be formed into rods, ingots, strips, or powder. 
Therefore, it is contemplated within ambit of ordinary skill artisan to form the brazing 
component into form suitable for the brazing application such as a rod without paste and 
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carrier. It is well settled that the form of reactants is believed mere a choice between 
well known forms of such substances. In the absence of evidence of some unobvious 
aspect of their selection, use of those substances would seem to add nothing of 
patentable significance to the instant claims. In re Austin, et al., 149 USPQ 685, 688. 

With respect to the recited "fluxless" limitation in claims 39-42 that PL 149319 
teaches to add paste to lower the brazing temperature. In view of said teaching in PL 
149319 that it is contemplated within ambit of ordinary skill artisan to eliminate paste 
when lower brazing temperature is not needed. It is well settled that omission of an 
element (here paste and carrier) and its function where not needed is obvious. Ex parte 
Rainu, 168 USPQ 375 (PTO Bd. of App. 1969) and In re Karlson, 136 USPQ 184 
(CCPA 1963). Moreover, CN 1060052 teaches solder/filler Cu alloy similar to PL 
149319 can be formed as rods. 

Claims 39-42 are further rejected under 35 U.S.C. 103(a) as being unpatentable 
over PL 149319 as applied to claims above, and further in view of USP 3428442 to 
Yurasko or USP 3674471 to Joseph. 

PL 149319 discloses the Cu based brazing powder and carrier as set forth in the 
rejection above except for using the Cu based brazing alloy powder without carrier. 
However, Yurasko teaches Cu based alloy powder (col. 2, lines 10-18) can be used in 
flame spraying (col. 1, lines 14-38). Joseph teaches Cu based alloy can used in cast 
rod or powder form (col. 1 , line 55 to col. 2, line 10) for flame spraying (col. 1 , lines 30- 
32) in the same field of endeavor or the analogous metallurgical art. It is well settled 
that the form of reactants (here brazing powder) is believed mere a choice between well 
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known forms of such substances. Use of those substances would add nothing of 
patentable significance to the instant claims. In re Austin, et al., 149 USPQ 685, 688. 

Claims 35-42 are rejected under 35 U.S.C. § 103 as being unpatentable over EP 
465861 in view of CN 1060052. (References are cited in parent application). 

Claims 22, 25, 35-42, and 44 are rejected under 35 U.S.C. § 103 as being 
unpatentable over SU 1706816 or USP 3428442 to Yurasko in view of CN 1060052. 
(References are cited in parent application). 

EP 465861 (abstract), SU 1706816 (abstract), or Yurasko (col. 2, lines 10-18) 
discloses the features including the claimed solid brazing components - Cu alloy solder. 
The difference between and the claims are as follows: EP 465861 or SU 1706816 does 
not disclose the claimed liquidus, solidus, thermal arrest temperatures, and forms of the 
brazing component. However, the claimed liquidus, solidus, and thermal arrest 
temperatures are material properties which would have been inherently possessed by 
the material disclosed by cited references. Therefore, the burden is on the appellant to 
prove that the product of the prior art does not necessarily or inherently possess 
characteristics attributed to the claimed product. 
In re Best, 1 95 USPQ, 430 and MPEP § 21 1 2.01 . 

With respect to the form of the brazing component, CN 1060052 discloses 
brazing solder component could be formed into rods, ingots, strips, or powder. 
Therefore, it is contemplated within ambit of ordinary skill artisan to form the brazing 
component into form suitable for the brazing application such as a rod without paste and 
carrier. It is well settled that the form of reactants is believed mere a choice between 
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well known forms of such substances. In the absence of evidence of some unobvious 
aspect of their selection, use of those substances would seem to add nothing of 
patentable significance to the instant claims. In re Austin, et al., 149 USPQ 685, 688. 

Claims 22, 25, 35-38, and 44 are rejected under 35 U.S.C. § 103 as being 
unpatentable over CN 1060052. (References are cited in parent application). 

Claims 1,5, 22, and 43 are rejected under 35 U.S.C. § 103 as being 
unpatentable over USP 3674471 to Joseph. 

CN 1060052 (abstract) or Joseph (col. 1, line 55 to col. 2, line 3) discloses the 
features including the claimed solid brazing components and structures. The difference 
between cited references and the claims are as follows: Cited references do not 
disclose the claimed liquidus, solidus, and thermal arrest temperatures. However, the 
claimed liquidus, solidus, and thermal arrest temperatures are material properties which 
would have been inherently possessed by the material disclosed by cited reference. 
Therefore, the burden is on the appellant to prove that the product of the prior art does 
not necessarily or inherently possess characteristics attributed to the claimed product. 
In re Best, 195 USPQ, 430 and MPEP § 2112.01. 

(10) Response to Argument 

Appellant's declarations and arguments filed November 1 1 , 2008 have been fully 
considered but they are not persuasive. 

Below is a Table which has summarized the alloy compositions in instant 
independent claims and alloy compositions of cited references. 
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"<=" means less or equal 
"— " means not disclosed 
Appellant in page 7 of instant brief argues that 

t^5«f m wmM have to hsve soi:es>? ivs^cn w tht- psnk-iibf coscl'SBatkiss of a!ki}=s inm. tfe? 
" laygi! tiijiahaf optia«ii pi-asatitgd by ih^ PL Afes&>'iCti-aa4-ta^tea»«s^-{iis^^^ thai " gjj^ gg listed In the 

Table above, the Cu alloy powder of PL 319 has about the same elements as in instant 



Olender, Witold; Zarychta, Danusz; f> 



claims 1, 22, 35, and 39. 



I PL 1986-259353 19860506 
The brazinq paste consists of 50 " 
weights carrier. ^^Th|^;g^TToy^ 

(l)°0:5''50/'glucose°<i57sta"h"^^ 

pprmitrhra^inn bolrm 973 K To prrvonT"omhriTTnpmpnr'^of ^ h "b ^ d 



Application/Control Number: 10/628,651 Page 10 

Art Unit: 1793 

Appellant's argument in pages 8-9 of instant brief is noted. But, instant appealed 
claims, claim 1 for example, recite liquidus temperature "above 840 °F" not flow or 
viscosity of brazing alloy. The claimed liquidus temperature is met by PL149319. In the 
First Affidavit, appellant shows that the brazing paste for copper components cannot 
flow below 973K (1292°F). Arguendo it is true, but it is irrelevant because such property 
(brazing alloy flows below 1292°F) has not been claimed. Prior art alloy F (same as 
appealed claims 1 and 22) and alloys I, J, and k (same as appealed claims 35 and 39) 
also failed. Thus, First and Third Affidavits clearly show that the claimed alloy 
compositions are not better than prior art alloys (also failed the same tests) and there is 
no criticality of claimed compositions. 

i % Ciam C-ain- ' Usfcrs"" i 
; M ■ 2a : 35 j 39 

\ i - ' _ ' ' ' ' 




Appellant's comments in First Affidavit, page 61 , Table 1 are noted below. But, 
claims 1 and 22 do not have Sb+Sn up to 10wt.% limitation. Alloys I, J, and K 
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compositions of prior art anticipated appealed claims 35 and 39 and met the 
Sb+Sn<=10 wt.% condition also have failed the tests. Mr. Henson in First Affidavit has 
shown that prior art alloys F (anticipated appealed claims 1 and 22) and I, J, and K 
(anticipated appealed claims 35 and 39) are inoperable, then it is unclear why the 
instant claimed alloys would be operable. Thus, tests presented and comments 
presented by Mr. Henson in his Affidavit are questionable. 
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Comments in alloys I and J are noted. But, both have failed to show ranges from 
end-point to end-point because appellant failed to keep other elements' contents 
constant and only to vary the content of critical element. Moreover, there is no test 
done just outside the claimed end-points. Comparison must be done under identical 
condition except for the novel features of the invention. In re Brown, 173 USPQ 685 
and In re Chapman, 148 USPQ 71 1 . The showing of unexpected results must be 
occurred over the entire claimed range. In re Clemens, 622 F.2d 1029, 206 USPQ 289, 
296 (CCPA 1980). The scope of the showing must be commensurate with the scope of 
the claims. MPEP § 716.02(d), In re Tiffin, 448 F.2d 791, 792 (Fed. Cir. 1971), In re 
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Coleman, 205 USPQ 1172, In re Grasselli, 713 F.2cl 731, 743, 218 USPQ 769, 778 
(Fed. Cir. 1983), and In re Greenfield, 197 USPQ 227. 

to Vppdi, It <ircJfriiU5 0na!tovsa 1 b'. J u mni ih 1 \op I lu b iMi M pi ' dwk > !fionvi- to 

Appellant argues tliat " I ihauu.uc.mi H>MkKk..r.ui i^jRimn,. .sih,v.omm..>t iniu "But, 
factual evidence does not mean the same as claimed limitation. Liquidus temperature 
in instant dependent claim 5 is a composition property of claim 1 . The instant 
composition in claim 1 is anticipated by prior art alloy composition F (Table in First 
Affidavit) which according to First Affidavit would not meet the liquidus temperature 
(<1410°F). Appellant's Affidavits have failed to show that why the prior art alloys F and 
l-K same compositions as in appealed claims 1, 22 and 35, 39 respectively would have 
different liquidus temperature. 

Liugj.uaUuii - !t is uct assc-itot iJiat ajJ passible conjpositjanid vadatk ijf Iwa: inii po;«l lo an ! 
point, wili have ths eJaim 5 ie(n(iftaftue jmjfijc, rutfer it is c!atait-rf in chv.n A ihai itn- 
composifioji shoiiU be configure to have it, i.e., the amounts should IwselCiMcii lo askieve it, and 
it is within the skills of the o«iiiiar>' worker to ascertain whether the ciaisneii tempci-ature pi\!file 

Appellant argues that " isiioJiiev«iinviff«fofibcspedfic;uioBaiiriwiihoiiium^^^ lixamjflgw " But, 

the showing of unexpected results must be occurred over the entire claimed range. In 
re Clemens, 622 F.2d 1029, 206 USPQ 289, 296 (CCPA 1980). The scope of the 
showing must be commensurate with the scope of the claims. MPEP § 716.02(d), In re 
Tiffin, 448 F.2d 791, 792 (Fed. Cir. 1971), In re Coleman, 205 USPQ 1172, In re 
Grasselli, 713 F.2d 731, 743, 218 USPQ 769, 778 (Fed. Cir. 1983), and In re 
Greenfield, 197 USPQ 227. 
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Appellant argues that — . _ "^-^ * *■ But, non- 

final rejection mailed June 28, 2007 has already addressed the response filed August 
18, 2006 (see pages 6-9 of said rejection). 



Appellant argues that " ^ , i u! < r^t nt i ^ ^ j i , — 
But, appealed claims 1, 22, and their dependent claims are not restricted to Sn+Sb<=10 
wt.%. Composition of alloy F in First Affidavit has anticipated the compositions in 
appealed claims 1 and 22. 



Appellant argues that " P™'*^"* HivgK»ogaigpa>vltlet1 >« te rafets a ihataofali withta t)5<! stfqK o?" dairo 1, fo- " 

But, alloys I, J, and K anticipate compositions of appealed claims 35 and 39. According 
to First Affidavit by Mr. Henson that alloys A-K in said Table fall outside the claimed 
liquidus temperature including alloys F and l-K which have anticipated appealed brazing 
alloy compositions in appealed claims 1 , 22 and l-K respectively. Therefore, submitted 
Affidavits have shown appealed brazing alloys are either inoperable as claimed or the 
tests in said Affidavits are incorrect. 



Appellant argues that " noxM.o.wt.-i-. Tv^f-Ni.'.>rv. t.-tp-^.u - v «^*' nvt-i^-Nohuv i ^ th^ " Alloys 
I and J fail to show endpoints' properties for reasons set forth above with respect to 
"Comments". Silver is optional in claims 22, 35, and 39. First Affidavit has shown that 
claimed compositions with or without silver and claimed P and Sn ranges all failed (prior 
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art alloy F (anticipated composition in claim 1 and 22) and alloys I, J, K (anticipated 
compositions in claims 35 and 39). 
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The same response is reiterated for argument with respect to alloy K in page 1 1 , 
first paragraph of instant brief. 

Sas.M lipoa ttii «in«jc? pa^setiftxl, it is iiss«-»ri ttut Aj:;K<:^.^!i:tt bus ettaHtishiM li* 
a prepcsKisMiice oi mk ev-iisnce that the H. Absis-set j* ifiojiss-sfcis fc? aiwi: it p«!-p«ts t<t (siei!. 
and Siifther, fliat tt a i'i. Abstriiet ifi soadiinatioii vihh titt Ahsti -aol jo atit proata a fiRite aed 
Appellant argues that " M^H- ^a^'iy iffivsr^Ki Bianterot opaoa?. wat wtijild ie «byii>i!» to ite vkiiiai a;^^^SB. BaUKr . " But, 

CN abstract is merely cited to show conventional shape (such as rods, ingots, strips or 
powder) of solder products. 

Appellant's argument in paragraph bridging pages 1 1 and 12 and first full 
paragraph in page 12 of instant brief is noted. But, examiner reiterates the same 
responses for the same arguments above in this section. 
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't >K^ rr>i •.fOl^irtn to K-ojK >it 1 b1 Mii't-.l ^^^^ 

MBiwttsiJ <n bi isiSjKffibw for {uwiueMsa a (flmsnafsfsslv viabie htxre. 
;3!hivc" of A^Jov .f ft'BS that fitfSijwtt! y!>maJjfliJCtf wiuj raiun?* vcx^iiyd i« 

Appellant argues that " ™ 
Examiner reiterates tlie responses above for the same arguments. Alloys l-K (appealed 
claims 35 and 39) are also inoperable according First Affidavit. 

fciaiifik-s iaiiiiig witiiisi the scojs; «? eMai Ufia ratije ist P wsr, liwn ,v7: ShfMasige Sn wis 
from 2-S; iiw fangi! oi' Ni was firan O.S-S: (!w range «( ;Ss; was ftwji 2-S8; we inagi! vs. Si. »as 
ftotn fi-fi.S: ike rasgfi ul" «as irom (Ki; iiiirt riie £ct^^bi^!c^!^ Sn.'Sb iorsKni rangcit Jtam 2- E 1 . 
■^>^«s, opefisfcie txamjiSes jivsn sSiiWigfeat tlsi; ratsjts of sacls cornp?nefit. 

pTOvidwf with aJJ fiowjjioiwflts v.H\vn (ht-. vlaivx fangs sxcejif P «>!.«(!!« jasi iwliw i. S*) and 

Appellant argues that " -'"^ «*'»*of«))berfw«„r.«'^<««iy. . A^v,^-„Mi,-rv..w i ff;.h , vi,»ff.,^f..,i « gut, 
alloy F anticipated the composition of appealed claim 1 and is shown inoperable. Alloys 
B, C-1 , H-1 and l-J fail to show criticality for reasons as set forth above with respect to 



"comments" in said Table. 



Appellant's argument in pages 13-15 of instant brief is noted. But, if the alloys F, 
I, J, and K have anticipated the claimed compositions and are inoperable, it is no point 
to discuss compositions outside the claimed compositions. Moreover, none of those 
tests outside the claimed compositions has shown criticality of the instant claimed 
ranges because appellant failed to keep other elements' contents constant and only to 
vary the content of critical element. Comparison must be done under identical condition 
except for the novel features of the invention. In re Brown, 173 USPQ 685 and In re 
Chapman, 148 USPQ 71 1 . The showing of unexpected results must be occurred over 
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the entire claimed range. In re Clemens, 622 F.2cl 1029, 206 USPQ 289, 296 (CCPA 
1 980). The scope of the showing must be commensurate with the scope of the claims. 
MPEP § 716.02(d), In re Tiffin, 448 F.2d 791, 792 (Fed. Cir. 1971), In re Coleman, 205 
USPQ 1172, In re Grasselli, 713 F.2d 731, 743, 218 USPQ 769, 778 (Fed. Cir. 1983), 
and In re Greenfield, 197 USPQ 227. 



Appellant argues that " i?^m--^'"->' ■«« «'r"^ ^t"-^ << .^1-1,<t,nE.d^f,, «mtw. !. " and 
paragraph bridging pages 15-16 of instant brief. But, inoperable alloy F has anticipated 
compositions of appealed claims 1, 22, and their dependent claims. Claims 1, 22, and 
their dependent claims fail to recite Sn+Sb<= 10 wt.% limitation. The scope of the 
showing must be commensurate with the scope of the claims. MPEP § 716.02(d). 
Inoperable alloys I, J, and K (compositions anticipated appealed claims 35 and 39) meet 
the Sn+Sb<= 10 wt.% limitation. But they are also inoperable. With respect to the 
alleged "demonstrate the criticality", examiner reiterates the response above for the 
same argument. 

Appellant's argument in paragraph bridging pages 16-17 of instant brief is noted. 
But, preforms of solder or brazing material read on any structures since appellant has 
not defined structure of preforms. CN abstract is merely cited to show conventional 
preforms in solder/brazing art. 
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Appellant argues that " . -i, - ^.o . . . .. . ,»v ,. n. >. „ «^.^ h« , .n. « a^ .. i ^. ■> gy^^ 

when appellant contends that modifying components in the reference composition are 
excluded by the recitation of "consisting essentially of appellant has the burden of 
showing the basic and novel characteristic of his/her composition - i.e. a showing that 
the introduction of these components would materially change the characteristics of 
appellant's composition. In re De Lajarte, 337 F 2d 870, 143 USPQ 256 (CCPA 1964) 
and Ex parte Davis, et al., 80 USPQ 448, 450 (PTO Bd. App. 1948). Appellant fails to 
provide such showing. 

Appellant's argument with respect to appealed claim 5 is noted. But, First 
Affidavit has shown that the alloys of PL 149319 has liquidus temperature around 
1292°F. There is no flow/viscosity requirement recited in any appealed claims. 

Appellant's argument with respect to claim 6 is noted. But, recited composition is 
overlapped by alloys of cited references. Moreover, there is no factual evidence 
showing the recited composition is critical. Comparison must be done under identical 
condition except for the novel features of the invention. In re Brown, 1 73 USPQ 685 
and In re Chapman, 148 USPQ 71 1 . The showing of unexpected results must be 
occurred over the entire claimed range. In re Clemens, 622 F.2d 1029, 206 USPQ 289, 
296 (CCPA 1980). The scope of the showing must be commensurate with the scope of 
the claims. MPEP § 71 6.02(d), In re Tiffin, 448 F.2d 791 , 792 (Fed. Cir. 1 971 ), In re 
Coleman, 205 USPQ 1172, In re Grasselli, 713 F.2d 731, 743, 218 USPQ 769, 778 
(Fed. Cir. 1983), and In re Greenfield, 197 USPQ 227. 
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Appellant's argument with respect to claim 7 is noted. Examiner reiterates the 
response as set forth in claims 1 , 22, 5, and 6 above. Moreover, appellant has not 
shown the thermal arrest temperature is not inherently possessed by alloys of cited 
references. 

Appellant's argument with respect to claim 43 is noted. But, first the claimed 
composition is overlapped by cited references (see above 35 U.S.C. § 103 rejections). 
Second, I, J, and K alloys meet the Sn+Sb<=10 wt.% are still inoperable (see First 
Affidavit). So, there is no evidence showing said Sn+Sb is critical or possesses 
unexpected result. 

Appellant's argument with respect to claim 22 is noted. But, composition of claim 
22 is anticipated by inoperable alloy F as set forth in First Affidavit. Claim 22 does not 
require to limit Sn+Sb<=10 wt.%. Moreover, I, J, and K alloys meet the Sn+Sb<=10 
wt.% are still inoperable (see First Affidavit). So, there is no evidence showing said 
Sn+Sb is critical or possesses unexpected result. Examiner also reiterates the 
responses for claim 1 . 

Appellant's argument with respect to claim 25 is noted. Examiner reiterates the 
responses for claims 1 and 22 above. Moreover, said examples fail to show criticality of 
claimed Ni content because appellant to compare compositions under identical 
condition except for the novel features of the invention. In re Brown, 173 USPQ 685 
and In re Chapman, 148 USPQ 71 1 . The showing of unexpected results must be 
occurred over the entire claimed range. In re Clemens, 622 F.2d 1029, 206 USPQ 289, 
296 (CCPA 1980). The scope of the showing must be commensurate with the scope of 
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the claims. MPEP § 716.02(d), In re Tiffin, 448 F.2d 791, 792 (Fed. Cir. 1971), In re 
Coleman, 205 USPQ 1172, In re Grasselli, 713 F.2d 731, 743, 218 USPQ 769, 778 
(Fed. Cir. 1983), and In re Greenfield, 197 USPQ 227. 

Appellant's argument with respect to claim 44 is noted. But, composition of claim 
44 is anticipated by inoperable alloys I, J, and K as set forth in First Affidavit. I, J, and K 
alloys meet the Sn+Sb<=10 wt.% are still inoperable (see First Affidavit). So, there is 
no evidence showing said Sn+Sb is critical or possesses unexpected result. Examiner 
also reiterates the responses for claim 22 

Appellant's argument respect to claims 35 and 41 is noted. Examiner reiterates 
the responses to claims 1 , 22, 43, and 44 above to the same argument. 

Appellant argues that I, J, and K alloys have shown the criticality of claimed P 
content. But, P content in inoperable I, J, and K alloys have anticipated the claimed P 
content in claim 35 (see First Affidavit). Thus, the claimed P content does not provide 
criticality and unexpected result. Moreover, comparison must be done under identical 
condition except for the novel features of the invention. In re Brown, 173 USPQ 685 
and In re Chapman, 148 USPQ 71 1 . The showing of unexpected results must be 
occurred over the entire claimed range. In re Clemens, 622 F.2d 1029, 206 USPQ 289, 
296 (CCPA 1 980). The scope of the showing must be commensurate with the scope of 
the claims. MPEP § 71 6.02(d), In re Tiffin, 448 F.2d 791 , 792 (Fed. Cir. 1 971 ), In re 
Coleman, 205 USPQ 1172, In re Grasselli, 713 F.2d 731, 743, 218 USPQ 769, 778 
(Fed. Cir. 1983), and In re Greenfield, 197 USPQ 227. 
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Appellant's argument with respect to claims 36 and 40 is noted. Examiner 
reiterates the responses above for the same or similar arguments. Instant appealed 
claims compositions are overlapped by the compositions of cited references. Claims 
recite liquidus temperature not flow or viscosity of brazing alloy. The claimed liquidus 
temperature is met by PL149319. In the First Affidavit (item 3), appellant shows that the 
alloys I, J, and K have liquidus temperature about 1292°F. Arguendo it is true that said 
molten alloys do not flow, but it is irrelevant because such property (brazing alloy flows 
below 1292°F) has not been claimed. 

Appellant's argument with respect to claim 37 is noted. First, the claimed 
composition is overlapped by cited references. Second, there is no factual evidence 
showing the claimed composition is critical and possesses unexpected result. 

Appellant's argument with respect to claims 38 and 42 is noted. But, there is no 
factual evidence showing any alloying element is critical to control thermal arrest 
temperature. 

Appellant's argument with respect to claim 39 is noted. But, first flux is not same 
as carrier (First Affidavit, page 3/5, first full paragraph, lines 1-3). Fluxless does not 
exclude carrier. The intermediate Cu alloy disclosed by PL 149319 does not include 
additional essential element that would be excluded by "consists of transitional 
expression. USP '442 to Yurasko (col. 2, lines 10-18 and col. 1, lines 14-38) or USP 
'471 to Joseph (col. 1 , line 55 to col. 2, line 10 and col. 1 , lines 30-32) teaches Cu based 
alloy powder can be used for flame spraying without carrier. 
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Appellant's argument in Section B. pages 29-31 is noted. Joseph and Yurasko 
are cited to show that Cu alloy powders are known to be used without carrier. Examiner 
reiterates the same responses above for the PL 149319 arguments. 

Appellant's argument with respect to Section C. of the argument is noted. 
Examiner reiterates responses above for the same/similar arguments. Workability of 
the solder/brazing preforms as argued is immaterial because instant claims are product 
claims not processing claims. Preforms of recited composition have been disclosed. 
Recited liquidus temperature, thermal arrest temperature, and solidus temperature are 
material properties that would only be inherently possessed and affected by material 
composition. Appellant failed to show any element in claimed compositions that is 
critical to control recited properties. 

Appellant's argument with respect to claims 36, 38, 40, and 42 in page 32 of 
instant brief is noted. But, said tests are failed to compare the claimed subject matter 
with the closest prior art (EP 465861). In re Burckel, 201 USPQ 67, In re Baxter 
Travenol Labs., 952 F.2d 388, 392, 21 USPQ2d 1281, 1285 (Fed. Cir. 1991), and In re 
De Blauwe, 736 F.2d 699, 705, 222 USPQ 191, 196 (Fed. Cir. 1984). Comparison must 
be done under identical condition except for the novel features of the invention. In re 
Brown, 173 USPQ 685 and In re Chapman, 148 USPQ 711. The showing of 
unexpected results must be occurred over the entire claimed range. In re Clemens, 622 
F.2d 1029, 206 USPQ 289, 296 (CCPA 1980). The scope of the showing must be 
commensurate with the scope of the claims. MPEP § 716.02(d), In re Tiffin, 448 F.2d 
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791, 792 (Fed. Cir. 1971), In re Coleman, 205 USPQ 1172, In re Grasselli, 713 F.2cl 
731, 743, 218 USPQ 769, 778 (Fed. Cir. 1983), and In re Greenfield, 197 USPQ 227. 

m the baste srsd ciiafBctsriistics of rhe aU«y, aad that is s^st^iMkhed by ihet refewaee itJ«J<', 

f a =, Q^^^ 1^ ig ^g|| 

settled that the recitation of "consisting essentially of limits the scope of a claim to the 
specified ingredients and those that do not materially affect the basic and novel 
characteristics of a composition. Ex parte Davis, et a!., 80 USPQ 448, 450 (PTO Bd. 
App. 1948), In re Janakirama-Rao, 317 F. 2d 951, 137 USPQ 893, 894 (CCPA 1963), In 
re Garnero, 412 F 2d 276, 162 USPQ 221, 223 (CCPA 1969), and In re Herz, et al., 190 
USPQ 461 , 463 (CCPA 1976). When applicant contends that modifying components in 
the reference composition are excluded by the recitation of "consisting essentially of 
applicant has the burden of showing the basic and novel characteristic of his/her 
composition (not composition of cited reference as argued by appellant)- I.e. a 
showing that the introduction of these components would materially change the 
characteristics of applicant's composition. In re De Lajarte, 337 F 2d 870, 143 USPQ 
256 (CCPA 1964) and Ex parte Davis, et al., 80 USPQ 448, 450 (PTO Bd. App. 1948). 

Appellant argues with respect teaching of Yurasko is noted. But, first claimed 
compositions are overlapped by alloys of Yurasko. Second, appellant has failed to 
show that claimed alloy compositions are critical and possess unexpected result. 

In response to appellant's argument that the examiner's conclusion of 
obviousness Is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
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hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

Appellant's argument in pages 34-36 is noted. Examiner reiterates the 
responses to the same/similar arguments as set forth above. 

In view of appellant's argument with respect to SU 1706816, the rejection to 35- 
42 and 44 based on SU 1706816 in view of CN 1060052 has been withdrawn. 

But, liquidus temperature is material property. 

j jH^i i itft j tlx- ! at t, CN Aiwirart ijiejittJiiS , Ti, Cj and Zii, whiih afei tSc iMSio atrf 
!H>ve! eijMvictei'ssiics <sf tse allfjvs, slid costi-ifciKs to the'si xaitts ss *aitf<M-s, ns! toiias aJjuj -. 

Appellant argues that " >-*f'" „ 
there is no factual evidence to substantiate appellant's position that listed elements 
would change basic and novel characteristic of his composition. 

Appellant's argument with respect to Joseph is noted. But, alloy before flame 
spraying is not solid? A statement of intended use in the preamble does not impart 
patentability to a claim to a composition substantially identical to that of the prior art. Ex 
Parte Head 164 USPQ 664 (POBA 1969). 
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(11) Related Proceecling(s) Appendix 

No decision rendered by a court or tine Board is identified by tine examiner in tine 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 

/Sikyin Ip/ 

Primary Examiner, Art Unit 1793 

Conferees: 
Roy V. King 
/Roy King/ 

Supervisory Patent Examiner, Art Unit 1793 



/Gregory L Mills/ 

Supervisory Patent Examiner, Art Unit 1700 
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